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Claim 4 recites "is saturated (sic, it is believed "are" is intended)". Correction is 
suggested. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-20 rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Morikawa (JP 2001-341589). 
Patentees disclose a weather strip is produced by crosslinking a composition containing 
a styrene-diene block copolymer, EPDM and crystalline polyethylene which is subject to 
electron transmission photography (and thus subject to electron beam radiation) which 
confirmed that a three dimensional network structure was present. Note the Examples 
at paragraph 43-49. As the EPDM is present in majority amount in the examples it is 
presumably present as the matrix phase. 

When the reference discloses all the limitations of a claim except a property or 
function, and the Examiner cannot determine whether or not the reference inherently 
possesses properties which anticipate or render obvious the claimed invention, basis 
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exists for shifting the burden of proof to applicant. Note In re Fitzgerald et al. 61 9 F. 2d 
67, 70, 205 USPQ 594, 596, (CCPA 1980). See MPEP § 2112-2112.02. 

Product-by-process claims are not rejected using the approach set out in 
Graham v. Deere . It is applicant's burden to show that there is a non-obvious difference 
between the product of a product-by-process claim and a prior art product which 
reasonably appears to be the same or only slightly different whether or not the prior art 
product is produced in the same manner as the claimed product. Note In re Marosi , 218 
USPQ 289, 292-293 (CAFC 1983); In re Brown , 173 USPQ 685 (CCPA 1972) and In re 
Thorpe . 227 USPQ 964 (CAFC 1985) in this regard. 



Claims 1-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Kobayashi et al. (US 6,414,059). 

Kobayashi discloses a composition to be treated by electron beam at a dosage of 
1-30 Mrad (column 23, lines 33-40) and which contains all three of applicants required 
components (see examples 16 and 26-40 in columns 33-38). Both the composition of 
patentees and that of applicants specification are dosed with electron beam radiation at 
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a dosage effective for crosslinking and therefore the effect of e beam radiation on the 
two compositions in the patent and application would appear to be the same. 

When the reference discloses all the limitations of a claim except a property or 
function, and the Examiner cannot determine whether or not the reference inherently 
possesses properties which anticipate or render obvious the claimed invention, basis 
exists for shifting the burden of proof to applicant. Note In re Fitzgerald et al. 61 9 F. 2d 
67, 70, 205 USPQ 594, 596, (CCPA 1980). See MPEP § 2112-2112.02. 

Product-by-process claims are not rejected using the approach set out in 
Graham v. Deere . It is applicant's burden to show that there is a non-obvious difference 
between the product of a product-by-process claim and a prior art product which 
reasonably appears to be the same or only slightly different whether or not the prior art 
product is produced in the same manner as the claimed product. Note In re Marosi , 218 
USPQ 289, 292-293 (CAFC 1983); In re Brown , 173 USPQ 685 (CCPA 1972) and In re 
Thorpe . 227 USPQ 964 (CAFC 1985) in this regard. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi, cited above in view of any one of Lefebvre (US 2003/0099781) or 
Cernohous et al. (US 2002/0132925) . 

Arguably applicants and patentees materials may differ due to the use of specific 
electron conditions of claim 9 pertaining to electron beam treatment. 

Lefebvre discloses that for electron beam crosslinking 10-100kGy dosage may 
be used (paragraph 28) while Cerhous et al. implies that a dose of 10-100kGy 
corresponds to 1-10Mrad (within the range of the primary reference) and that typical 
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accelerating potential in e beam apparatus is 30-300 kV and provides specific examples 
of crosslinking with applicants dosage and accelerating potential (paragraphs 52 and 
138). Hence it would have been obvious to a practitioner having an ordinary skill in the 
art a the time of the invention to use the specific radiation dosage and acceleration 
potential of the instant claims as taught by the secondary references in the process of 
the primary reference in that such usage would is implied by the secondary references 
to result in the crosslinking require by the primary reference and also because electron 
beam apparatus (such as is used by the primary reference) typically use such 
accelerating potential absent any showing of suspiring or unexpected results. 

Claims 1-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Sheih et al. (US 5,539,052). 

Patentees disclose an article such as tubing which is produced by electron beam 
irradiation (column 8, lines 5-10) and in which may be comprissed of a combination of 
SEBS, polyethylene and EPDM (Example VII in column 9). While the term "molded" 
doses not appear in the patent, applicants are claiming a product and molding for the 
most part serves to confer shape and the tube of patentees could be produced by 
extrusion which can be viewed as a molding process as material passes through a die 
which confers shape during such a process. 

When the reference discloses all the limitations of a claim except a property or 
function, and the Examiner cannot determine whether or not the reference inherently 
possesses properties which anticipate or render obvious the claimed invention, basis 



Application/Control Number: 10/549,287 



Page 6 



Art Unit: 1711 

exists for shifting the burden of proof to applicant. Note In re Fitzgerald et al. 61 9 F. 2d 
67, 70, 205 USPQ 594, 596, (CCPA 1980). See MPEP § 2112-2112.02. 

Product-by-process claims are not rejected using the approach set out in 
Graham v. Deere . It is applicant's burden to show that there is a non-obvious difference 
between the product of a product-by-process claim and a prior art product which 
reasonably appears to be the same or only slightly different whether or not the prior art 
product is produced in the same manner as the claimed product. Note In re Marosi , 218 
USPQ 289, 292-293 (CAFC 1983); In re Brown . 173 USPQ 685 (CCPA 1972) and In re 
Thorpe . 227 USPQ 964 (CAFC 1985) in this regard. 

Any inquiry concerning this communication should be directed to Jeffrey C. Mullis 
M-F, 9-5pm at telephone number 571 272 1075. 
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